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A Practical Guide to the
Protection of Artists Through
Copyright, Trade Secret, Patent,
and Trademark Law
By RICHARD L.

STRoup*

The members of the art community are involved in a constant
creative process which often yields not only original literary, musical, choreographic, visual, and audiovisual works but also new
methods, materials, articles, and information. When marketing and
selling their products and services, artists may adopt and use certain logos and trademarks to identify their art and distinguish it
from that of others. Each creative development and marketing effort represents a substantial investment of creative energy, time,
and effort which deserves protection and compensation. Copyright,
trade secret, patent, and trademark laws provide avenues of legal
protection and compensation for artistic creations, developments,
and trademarks. However, the law is of little value unless artists
are aware of the protections it offers, and the manner of obtaining,
keeping, and using them. The purpose of this article therefore, is
to present a practical overview of the protection available through
copyright, trade secret, patent, and trademark law. The article will
outline the application of these laws to the arts, the scope of protection available, the manner of securing and keeping the protection, and the use of the protective rights to compensate artists for
their work and protect them from unfair practices. It is intended
that this overview will allow artists to benefit from these laws.

Copyright
The copyright law' offers the easiest and least expensive protec* Attorney, Finnegan, Henderson, Farabow, Garrett & Dunner, Washington, D.C.; member, Bar of District of Columbia and Bar of Virginia; B.S.M.E., Ohio Northern University;
J.D., University of Virginia (1976).

1. The leading treatise on the law of copyright is M. NIMMER, NIMMER ON COPYRIGHT

(1980) [hereinafter cited as NIMMER]. Treatises and articles considering the application of
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tion for originalP works. Copyright safeguards a broad variety of
artistic creations, including literary, visual, audio, and audiovisual
works', and there is no initial cost for receiving copyright protection. Under the new federal copyright law," an artist receives a
copyright at the moment that he fixes a copyrightable work in a
tangible medium of expression. Thus, almost every working artist
has at least some rights under the copyright law.
The ease and economy involved in initially obtaining copyright
protection is deceptive. If an artist is unaware of the existence and
scope of his copyright protection, he will receive no benefit from it.
Furthermore, if the artist does not take steps required by the
Copyright Act, he may forever lose his rights.

A. Works of Art Eligible for Copyright Protection
A broad range of artistic works5 can be protected by copyright.
Copyrightable works of authorship include the following broad
copyright law to the arts include: R. DUFFY, ART LAW: REPRESENTING ARTISTS, DEALERS, AND
COLLECTORS (1977); ASSOCIATED COUNCILS OF THE ARTS et aL., THE VISUAL ARTISTS AND THE
LAW (1974); Millinger, Copyright and the Fine Artist, 48 GEO. WASH. L. REV. 354 (1980);
DaSilva, Droit Moral and the Amoral Copyright: A Comparison of Artists' Rights in
France and the United States, 28 BULL. COPR. Soc. 1 (1980); Note, Courting the Artist with
Copyright: The 1976 Copyrights Act, 24 WAYNE L. REV. 1685 (1978); Shemel, The Acquisition and Sale of Music Copyrights, 27 BULL. COPE. Soc. 11 (1979); Note, An Author's Artistic Reputation Under the Copyright Act of 1976, 92 HAnv. L. REV. 1490 (1979); Katz, Copyright Preemption Under the Copyright Act of 1976: The Case of Droit de Suite, 47 GEO.
WASH. L. REV. 200 (1978); Note, Statutory Copyright - A Valuable Right for the VisualArtist, 7 GA. L. REV. 134 (1972).
2. A work is original if it originates from its author's independent effort and creation; the
copyright law does not require that the work be novel or substantiaily different from previously created works. See NIMMER, supra note 1, at §§ 1.06, 2.01. The concept of originality is
discussed further in footnotes 25-30 and the accompanying text.

3. The term "works" is a term of art, defined in footnotes 5-13 and the accompanying
text.
4. Congress recently passed the 1976 Copyright Act which became effective on January 1,
1978. General Revision of Copyright Law, Pub. L. No. 94-553, 90 Stat. 2541; 17 U.S.C. § 101
(1976). This new Act replaced the 1909 Copyright Act and generally grants artists more and
broader rights than those provided by the 1909 Act. While this article will at times compare
the two acts, the majority of the article will serve to explain the application of the current

1976 Copyright Act to the protection of artists' works.
5. The 1976 Copyright Act provides that copyright protection subsists in "original works
of authorship [which are] fixed in any tangible medium of expression". 17 U.S.C. § 102(a)
(1977). The legal definition of the term "work" is somewhat ambiguous, as evidenced by the
fact that the House report states that it was "purposefully left undefined," apparently to
allow the statute to be flexibly applied in the future. H.R. REP. No. 1476, 94th Cong., 2d
Sess. 51 (1976). In the art world, a "work of art" and a copyrightable "work" are not necessarily the same. For example, a collector can own a painting (work of art) while the artist
can still own the copyright in his work of authorship.
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statutory categories:6
(1) literary works;7
(2) musical works, including any accompanying words;
(3) dramatic works, including any accompanying music;
(4) pantomimes and choreographic works;
(5) pictorial, graphic, and sculptural works;'
(6) motion pictures' and other audiovisual works;10 and
(7) sound recordings."

These broad categories apply to works of applied art,12 such as
manufactured vases and greeting cards, as well as to works of fine
art, such as oil paintings and sculptures. Copyright protection is
available for the original works of most artists who fix their works
in any tangible medium of expression." Thus, copyright protection
6. 17 U.S.C. § 102 (1977). The list of categories is not exhaustive, but rather illustrates
what the concept of "works of authorship" includes. A piece of artwork which falls within
one of the categories might encompass works coming within some or all of the other categories. H.R. REP. No. 1476, 94th Cong., 2d Sess. 53 (1976).
7. "Literary works" include not only works expressed in words through books and other
printed material, but works expressed in numbers and other symbols, regardless of whether
they are embodied in manuscripts, audiotapes or other media, but not including audiovisual
works, cf. note 10, infra. See 17 U.S.C. § 101 (1977).
8. The 1976 Act defines these as follows:
"Pictorial, graphic, and sculptural works" include two-dimensional and threedimensional works of fine, graphic, and applied art, photographs, prints and art
reproductions, maps, globes, charts, technical drawings, diagrams and models.
17 U.S.C. § 101 (1977).
9. "Motion pictures" are defined by the 1976 Act as:
audiovisual works consisting of a series of related images which, when shown in
succession, impart an impression of motion, together with accompanying sounds,
if any.
17 U.S.C. § 101 (1977). A copyrightable motion picture might be emodied, for example, in a
zoetrope, film, videotape, or videodisc.
10. "Audiovisual works" is the general category of works consisting of a series of related
images intrinsically intended to be displayed by projectors or viewers with or without accompanying sounds. 17 U.S.C. § 101 (1977).
11. The 1976 Act defines sound recordings broadly:
"Sound recordings" are works that result from the fixation of a series of musical,
spoken, or other sounds, but not including the sounds accompanying a motion
picture or other audiovisual work, regardless of the nature of the material objects,
such as disks, tapes, or phonorecords, in which they are embodied.
17 U.S.C. § 101 (1977).
12. The House Report includes an explanation of the term works of applied art:
[W]orks of "applied art" encompass all original pictorial, graphic, and sculptural
works that are intended to be or have been embodied in useful articles, regardless
of factors such as mass production, commercial exploitation, and the potential
availability of design patent protection.
H.R. REP. No. 1476, 94th Cong., 2d Sess. 54 (1976).
13. The 1976 Act states that "[clopyright protection subsists . . . in original works of
authorship fixed in any tangible medium of expression, now known or later developed, from

192

CoMM/ENT LAW JOURNAL

[V0l. 3

is available for artistic works expressed in or on physical articles
such as books, periodicals, manuscripts, notes, cards, sketch books,
phonorecords, films, tapes, magnetic disks, canvas, clay, paper, and
almost all other physical objects upon which an artist's expression
can be fixed. Poems, short stories, magazine articles, plays, novels,
and similar literary works may be copyrighted. In addition, copyright law applies to both two-dimensional and three-dimensional
works of fine, graphic, and applied art. For example, photographs,
prints, paintings, drawings, photoengravings, etchings, lithographs,
sculptures, art reproductions, maps, globes, charts, technical drawings, diagrams, and models are all protectible by copyright. Simi-

larly, motion pictures, pantomimes, sound recordings, and musical
scores and lyrics are protectible.
Copyright protection is available for applied artistic works included in utilitarian objects such as clocks, lamps, textiles, jewelry,
china, dolls, jewelry boxes, candlesticks, chandeliers, and a myriad
of other items. However, the design in a work of applied art is protected by copyright only if the design incorporates pictorial,
graphic, or scupltural features which can be identified separately
from and are capable of existing independently of, the utilitarian
aspects of the article.14 Thus, a hand-painted design on a vase
could be protected, but the shape of a florescent light fixture probably could not." Copyrighting pictorial, graphic, or scupltural work
which they can be perceived, reproduced, or otherwise communicated, either directly or with
the aid of a machine or device." 17 U.S.C. § 102 (1977). The concept of "fixation" is important since it determines both whether and when federal copyright protection exists. The
form, manner, or medium of expression makes no difference; the fixation can be in "words,
numbers, notes, sounds, pictures, or any other graphic or symbolic indicia." H.R. REP. No.
1476, 94th Cong., 2d Sess. 52-53 (1976).
14. 17 U.S.C. § 102(b) (1977). The copyright does not protect the mechanical or utilitarian aspects of the applied art. 17 U.S.C. § 102(b) (1977); see Mazer v. Stein, 347 U.S. 201
(1954). For example, a copyright for a design on a useful article, such as a plate, would
provide its owner with the right to stop others from copying his design and placing the
copied design on plates, canvas, or any other tangible item. The copyright would not, however, afford its owner any greater or lesser rights with respect to the making, distribution, or
display of plates in general. Furthermore, a copyright does not include any right to prevent
the making, distribution, or display of photographs used to advertise a useful article with a
copyrighted design or to stop commentaries or news reports relating to the distribution or
display of the article. 17 U.S.C. § 113 (1977). For an overview of the problems surrounding
the copyrightability of useful objects and designs embodied in those objects, see Note,
Functional Works of Art: Copyright, Design Patent, or Both?, 3 COMM/ENT L.J. 83 (1980).
15. The court in Esquire, Inc. v. Ringer, 591 F.2d 796 (D.C. Cir. 1978), held that the
Copyright Office did not abuse its discretion in refusing to grant a registration to the artistic
design of a particular outside light fixture. It was the position of the Office that the artistic
design in the fixture was not separate or independent from the fixture itself. But see, Note,
Functional Works of Art, supra note 14 at 99-102.
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contained in or on a useful article affords the copyright owner protection from unauthorized reproduction of that work in either useful or non-useful articles."
Copyright protection also extends to compilations and derivative
works which include some original creativity.17 Derivative works
are those based upon one or more pre-existing works; they include
translation, musical arrangement, dramatization, fictionalization,
motion picture version, sound recording, art reproduction, abridgement, condensation, or any other adaption or transformation of an
earlier work." For example, a reproduction of a work of art in the
same or different medium of expression would be a derivative
work. "Reproduction" includes lithographs, photoengravings, etching, and copies of previously existing paintings and sculptures. A
compilation is a work formed by the collection and assembly of
pre-existing materials or of data that are selected, coordinated, or
arranged so that the whole constitutes an original work of authorship." An art book including illustrations of several art works is a
compilation.
While derivative works and compilations containing original
works are copyrightable,20 copyright protection extends only to
original material contributed by the author of the derivative work
or compilation," and not to the pre-existing material. Thus, an
artist who copies Renoir's "The Boating Party" cannot later stop
others from making their own copies from the original. Furthermore, if the pre-existing work is protected by a copyright, absent
permission to copy the artist creating the derivative work or compilation may be sued for infringing the original work's copyright."
Unless a work evidences some creative authorship, it is not regarded as copyrightable.23 However, in general, the courts have
recognized the subjectivity of this issue and have required only a
16. H.R. REP. No. 1476, 94th Cong., 2d Sess. 105 (1976).
17. 17 U.S.C. § 103 (1977). See text accompanying footnotes 23 and 24 infra.

18. 17 U.S.C.

§ 101 (1977).

19. Id.
20. See, e.g., Millworth Converting Corp. v. Slifka, 276 F.2d 443 (2d Cir. 1960) (reproduction of embroidery design on dress fabric); Alfred Bell & Co., Ltd. v. Catalda Fine Arts, Inc.,
74 F. Supp. 973 (S.D.N.Y. 1947), (mezzotint engravings of oil paintings).
21. 17 U.S.C. § 103 (1977).
22. See Douglas Int'l Corp. v. Baker, 335 F. Supp. 282 (S.D.N.Y. 1971).
23. See, e.g., Bleistien v. Donaldson Lithographing Co., 188 U.S. 239 (1903); Thomas
Wilson & Co. v. Irving J. Dorfman Co., 433 F.2d 409 (2d Cir. 1970); Gardenia Flowers, Inc.
v. Joseph Markovits, Inc., 280 F. Supp. 776 (1968). See generally NIMMER, supra note 1, at
§ 2.01.
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minimum degree of creativity to fulfill the requirement. Former
Justice Holmes of the U.S. Supreme Court correctly explained that
"[ilt would be a dangerous undertaking for persons trained only to
the law to constitute themselves final judges of the worth of pictorial illustrations, outside of the narrowest and most obvious
limits."24
The subject matter of copyright is defined as "original works of
authorship fixed in any tangible medium of expression.
Originality refers to the nature of the author's contribution to the work.
Again, the requirement of originality is usually not a significant
barrier to obtaining copyright. Often, any distinguishable variation
created by an author in an otherwise unoriginal work of art will
constitute sufficient originality to support a copyright.2 The courts
have found sufficient originality in engravings made from original
paintings of old masters," reproductions of oil paintings on
scarves,2 8 a scaled-down replica of Rodin's "Hand of God" sculp2 and the reproduction of an existing needlepoint design as a
ture,"
two-dimensional fabric print.30
Certain subject matter is not protectable under copyright. Copyright protects the author's particular expression, not the ideas expressed in the work. The copyright statute specifically provides
that protection of an original work of authorship in no case extends to "any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in
24. Bleistien v. Donaldson Lithographing Co., 188 U.S. 239, 251 (1903).
25. 17 U.S.C. § 102(a) (1977).
26. Theoretically, a work could be protectable as an original work of authorship even if it
were identical to another work, as long as it was created independently. As a practical matter, however, the second author may face problems of proof if he or she attempted to enforce the copyright.
27. Alfred Bell & Co., Ltd. v. Catalda Fine Arts, Inc., 74 F. Supp. 973 (S.D.N.Y. 1947). In
finding sufficient originality, the court explained that the "work of the engraver upon the
plate requires the individual conception, judgment and execution by the engraver on the
depth and shape of the depressions in the plate . . . in order to produce in this other medium the engraver's concept of the effect of the oil painting." Id. at 975.
28. Home Art, Inc. v. Glensder Textile Corp., 81 F. Supp. 551 (S.D.N.Y. 1948). In finding
the reproduction to be copyrightable, the court succinctly stated that a "reproduction of a
painting may be independently copyrightable," and relied principally upon the Copyright
Office's decision to allow the registration. Id. at 552.
29. Alva Studios, Inc. v. Winninger, 177 F. Supp. 265 (S.D.N.Y. 1959). The court reasoned
that "great skill and originality is called for when one seeks to produce a scale reduction of a
great work with exactitude." Id. at 267.
30. Millworth Converting Corp. v. Slifka, 276 F.2d 443, 445 (2d Cir. 1960), and cases cited
therein. A distinguishable variation is sufficient to meet the modest requirement that the
work contain some substantial, not merely trivial, originality.
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which it is described, explained, illustrated, or embodied. in such
work."" Also, works which are not fixed in a tangible form of expression are not protectable. Therefore, an author cannot obtain a
copyright for a choregraphic work which has not been notated or
recorded, or for a speech or performance that has not been written
or recorded. In addition to the above categories, the following are
ineligible for protection: titles, names, short phrases, and slogans;
familiar symbols or designs; mere variations of typographic ornamentation, lettering or coloring; and mere listings of ingredients or
contents. Similarly, unoriginal works consisting entirely of informafion which is common property are not protectable. For example, standard calendars, height and weight charts, tape measures,
schedules of sporting events, and lists or tables taken from public
documents or other common sources are not considered to be
copyrightable."
The subject matter protected by a copyright is most often separate from that protected by the law of patents and trade secrets. In
general, a copyright covers an artist's expression, while trade secret
and patent law more closely protect information, processes, devices, materials, and applied inventive concepts. In certain instances, however, a person may be eligible for both a copyright and
a design patent for a particular work of applied art. For example,
the design on a watch or a lamp base may be protectable under
both a copyright and a design patent."

B.

Acquisition, Ownership and Duration of
Copyrights

Copyright protection is easy to obtain and, if an artist properly
protects his work, is enforceable throughout the artist's life and
beyond.34 A work is covered by copyright from the moment it is
fixed in any tangibile medium from which it can be read or visually
perceived, either directly or with the aid of a machine or other device." However, as this article will explain, that protection can be
31. 17 U.S.C. § 102(b) (1977); See also Baker v. Selden, 101 U.S. 99 (1879).
32. 37 C.F.R. § 202.1 (1980).
33. Application of Yardley, 493 F.2d 1389 (C.C.P.A. 1974). See Note, Functional Works of
Art, supra note 14, at 102-103; Mazer v. Stein, 347 U.S. 201 (1954).
34. See text accompanying notes 42-47.
35. Under the 1976 Copyright Act, any copyrightable work created after January 1, 1978,
is protected under federal copyright law the moment it is fixed. 17 U.S.C. §§ 102, 302(a)
(1977). Works created before 1978 received immediate protection from state common law
copyright but were covered by federal copyright law only after publication of the work with
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lost if the artist does not thereafter take certain steps.
Normally, the creator or creators of a work own the copyright
therein. If an artistic work is made by a single artist, that artist
alone is the owner. When the work is a joint work prepared by two
or more persons who intended "that their contributions be merged
into an inseparable or interdependent part of a unitary whole," all
are authors and each has a copyright in the work." For example,
two artists working together to create a single large painting are
joint authors. Unless otherwise agreed, joint authors are granted
equal rights in their work, and any author can contract away his
rights thereto. Consequently, should one of two co-authors license
a company to print reproductions of a co-authored painting on
greeting cards, that author would be legally obligated to pay half of
the proceeds to his coauthor.3 7
There are some circumstances in which the creator is not the
owner of the copyright. When an artist prepares a work within the
scope of his or her employment, the copyright belongs to the employer for whom the work was prepared. 8 Thus, when an artist
employed by an advertising agency creates a sketch for an advertisement, the agency owns the copyright. If, however, the same artist at home using his or her own time and material creates a painting not for his or her employer, the artist owns the copyright.
Under the 1976 Copyright Act, the artist retains the copyright for
proper copyright notice. See NIMMER, supra note 1, § 2.02. When an artist writes a book,
play, poem, or novel on a sheet of paper, or sketches on a napkin, his work is copyrighted.
When a songwriter writes his lyrics and music on a songsheet, or records them on a tape, or
phonorecord, the lyrics and music are protected. A photographer or cameraman receives a
copyright whenever he places his work on a film or video tape. Similarly, a visual artist
obtains a copyright as soon as his pencil leaves his sketch pad or his brush leaves his canvas.
36. See 17 U.S.C. § 201(a) (1977); 17 U.S.C. § 101 (1977); NIMMER, supra note 1, at 6.01.
37. See Shapiro, Bernstein & Co., Inc. v. Jerry Vogel Music Co., Inc., 221 F.2d 569 (2d
Cir. 1955), modified, 223 F.2d 252 (2d Cir. 1955); NIMMER, supra note 1, at § 6.12.
38. 17 U.S.C. § 201(b) (1977) provides:
Works Made for Hire-In the case of a work made for hire, the employer or other
person for whom the work was prepared is considered the author for purposes of
this title, and, unless the parties have expressly agreed otherwise in a written instrument signed by them, owns all of the rights comprised in the copyright.
Section 101 of Title 17 (1977) defines a work for hire as:
(1) a work prepared by an employee within the scope of his or her employment; or
(2) a work specially ordered or commissioned for use as a contribution to a collective work, as a part of a motion picture or other audiovisual work, as a translation,
as a supplementary work, as a compilation, as an instructional text, as a test, as
answer material for a test, or as an atlas, if the parties expressly agree in a written
instrument signed by them that the work shall be considered a work made for hire
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a commissioned work unless the copyright is specifically transferred in a written instrument signed by both the author and the
person commissioning the work.39
Copyright in a work can be transferred, in whole or in part, by
gift, sale, assignment, exclusive or non-exclusive license, or, upon
death, by will or intestate succession.4 0 The majority of these
transfers must be in writing, and all such transfers preferably
should be in writing and filed with the Copyright Office."' Except
for transfers by gift or will, an artist can and usually should receive
compensation for these transfers.
A copyright provides an artist with a significant period of protection. Ordinarily the term of a copyright is the author's life plus 50
years following his or her death." In the case of a joint work prepared by two or more authors, the term runs for 50 years after the
last surviving author's death.4" The duration of the copyright for a
work of unknown authorship or a work for hire is 75 years from
publication or 100 years from creation, whichever is shorter." All
of the above terms apply to copyrightable works created after January 1, 1978. Works created prior to 1978 are treated differently,
depending on whether or not they were published before 1978. The
law prior to the 1976 Copyright Act afforded protection to works
which were either published with proper notice or registered for a
28 year period measured from the date of publication or registration. An additional 28-year renewal period could be added by filing
at the Copyright Office a timely claim for renewal. The new Act
extends the renewal term of works covered under the prior laws
from 28 to 47 years, offering them a potential life of 75 years."
However, the request for renewal must be filed in the United
States Copyright Office within one year before the original 28-year
term ends; if it is not, the copyright expires at the end of the origi39. The "written instrument" requirement for commissioned works, 17 U.S.C. § 101
(1977), provides artists with increased protection over that available under the old law, since
generally the courts held that the copyright to commissioned works created before 1978
rested, when the intent of the parties was not ascertainable, in the person commissioning
the work, rather than the artist. See Frontino v. Avon Products, Inc., 197 U.S.P.Q. 713
(S.D.N.Y. 1977); NIMMER, supra note 1, at § 5.03(B)(2).
40. 17 U.S.C. § 201(d) (1977).
41. 17 U.S.C. §§ 204, 205 (1977). See NIMMER, supra note 1, at § 10.03.
42. 17 U.S.C. § 302(a) (1977).
43. 17 U.S.C. § 302(b) (1977).
44. 17 U.S.C. § 302(c) (1977).
45. 17 U.S.C. § 304a (1977).
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nal term of 28 years."
The law prior to the 1976 Act left protection of unpublished
works to state law, which protected them for as long as they remained unpublished. Protection of unpublished work created prior
to 1978 continues under the new Act. The duration of the copyright in these works-is computed either by (1) the life plus 50 year
rule or (2) 75 years from creation or 100 years from publication,
whichever provides the shorter protection. All works unpublished
before 1978 are guaranteed'protection for at least 25 years beyond
1978."

C. Publication and its Consequences
The word "publication" has a special meaning in copyright law.

The 1976 Copyright Act defines the term as follows:
Publication is the distribution of copies or phonorecords of a
work to' the public by sale or other transfer of ownership, or by
rental, lease or lending. The offering to distribute copies or phonorecords to a group of persons for purposes of further distribution, public performance, or public display, constitutes publication. A public performance or display of a work does not of itself
constitute publication."
Thus, publication is the unrestricted distribution of copies of a
work to persons. The sale or distribution of copies of a book incorporating an artist's story, poem, play, song, or script would constitute a publication, as would the sale or distribution of phonorecords, cards, lamps, tapes, posters, and other items containing
a copyrighted work.
So long as the artist does not publish his or her work, it is protected under the federal copyright law and no exclusive rights are
lost. However, once a work is published, some or all of the artist's
rights may be lost unless a copyright notice is placed on the work.
As long as title to the work is not transferred, the distribution of a
few copies of an artist's work for review by others probably would
not constitute a publication. Nonetheless, it would be prudent for
the artist to assume that publication occurs upon such distribution, and place a copyright notice on the work.
46. 17 U.S.C. § 304(a) (1977); 37 C.F.R. § 202.17 (1980).
47. 17 U.S.C. § 303 (1977). For a more complete analysis of the duration and renewal of
copyright see NIMMER, supra note 1, at § 9.01.
48. 17 U.S.C. § 101 (1977).
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The definition of "publication" in the 1976 Copyright Act is
more beneficial to artists than that in the old law. Before 1978, the
single publication of a work without notice resulted in a complete
loss in copyright. The law was strictly applied; mere exhibition of a
work without copyright notice could and often did result in such
loss."' Under the 1976 Act, mere public display of work does not in
itself constitute publication, nor does the public performance of a
work, regardless of how many people.view it. However, if the displayed copies are offered to a group of consumers, wholesalers,
broadcasters, or motion picture theaters for the purpose of further
distribution, public performance or public display of the work, the
work is published.50
The "display for distribution" concept poses a problem, since
the 1976 Act is not clear on whether the display or exhibition of a
work for the purpose of a sale will be construed as an "offering to
distribute copies."" If the display or exhibition is so interpreted,
the artist could lose some or all rights by exhibiting his or her work
without a notice. It is therefore advisable that the artist include a
copyright notice on all exhibited works. It is also suggested that
museums or galleries institute and strictly enforce prohibitions regarding copying or photographing of exhibited works.
Publication of a work can also affect the length of copyright protection for works made by an unidentified author and works for
hire, since the life of the copyright for such works is generally 75
years from publication.
Whenever a work protected by copyright is published in the
United States or elsewhere by the authority of the copyright owner, notice of copyright should be placed on all publicly distributed
49. Under the 1909 law, the public exhibition of a work in a museum or gallery could
constitute publication. If a copyrightable notice was not placed on the published work, the
artist immediately lost all of his rights to the work. See The Letter Edged in Black Press,
Inc. v. Public Building Commission of Chicago, 320 F. Supp. 1303 (N.D. Ill. 1970) (copyright
in sculpture commissioned from Picasso lost because of public exhibition at Art Institute of
Chicago); Grandma Moses Properties, Inc. v. This Week Magazine, 117 F. Supp. 348
(S.D.N.Y. 1953); Janakait, Do Art Exhibitions Destroy Common-Law Copyright in Works
of Art?, 19 ASCAP COPYRIGHT L. SYMP. 81 (1971).
50. 17 U.S.C. § 101 (1977); See text accompanying footnote 48.
51. 17 U.S.C. § 101 (1977). The author is aware of no cases which specifically decide this
issue. While the display of an original art work for the purpose of selling that original work
may be viewed as fitting within the "offering to distribute copies . . . of a work for purposes
of further distribution" (definition of "publication," 17 U.S.C. § 101 (1977)), the author
would prefer to leave the decision to the courts.
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copies." The 1976 Copyright Act provides that the notice appearing on copies shall consist of the following three elements:
(1) the symbol @(the letter C in a circle), or the word "Copyright", or the abbreviation "Copr."; and
(2) the year of first publication of the work; in the case of compilations, or derivative works incorporating previously published
material, the year date of first publication of the compilation or
derivative work is sufficient. The year date may be omitted where
a pictorial, graphic, or sculptural work, with accompanying text
matter, if any, is reproduced in or on greeting cards, postcards,
stationery, jewelry, dolls, toys, or any useful articles; and
(3) the name of the owner of copyright in the work, or an abbreviation by which the name can be recognized, or a generally known
alternative designation of the owner. 3
The law requires that the notice be affixed to copies in such.a manner and location as to give reasonable notice of the claim of
copyright.5 4
For a sound recording to be protected under copyright, notice of
copyright should be affixed to all publicly disseminated phonorecords of that sound recording. The form of the notice should
include:
(1) the symbol P (the letter P in a circle); and
(2) the year of first publication of the sound recording; and
(3) the name of the owner of copyright in the sound recording, or
an abbreviation by which the name can be recognized, or a generally known alternative designation of the owner; if the producer
of the sound recording is named on the phonorecord labels or
containers, and if no other name appears in conjunction with the
notice, the producer's name shall be considered a part of the
notice."8
52. 17 U.S.C. § 401(a) (1977). This section provides:
Whenever a work protected under this title is published in the United States or
elsewhere by authority of the copyright owner, a notice of copyright as provided
by this section shall be placed on all publicly distributed copies from which the
work can be visually perceived, either directly or with the aid of a machine or
device.
(Emphasis added). In contrast to the previous law, however, an omission or error in the
notice will not immediately and irrevocably invalidate the copyright. If the owner takes the
appropriate steps to correct the omission or error, he can regain some or even all of his
rights. See notes 59-62, supra, and accompanying text.
53. 17 U.S.C. § 401(b) (1977).
54. 17 U.S.C. § 401(c) (1977); see 37 C.F.R. § 202.2 (1980). See generally Note, Why
Don't Fine Artists Use Statutory Copyright? - An Empiricaland Legal Survey, 24 ASCAP
COPYRIGHT L. Sym., 157 (1980).
55. 17 U.S.C. § 402(b) (1977).
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The notice must be placed on the surface of the recording, or on
the label or container, in such a way as to give reasonable notice of
the claim of copyright."
The above provisions of the 1976 Copyright Act permit the copyright owner to choose from a number of alternative notices. In general, the proper notice for copyrighted works (other than a phonorecord) first published in 1981 would be "c Artist 1981." As
many fine artists routinely sign and date their works, the simple
inclusion of the symbol @is all that is necessary to secure copyright
protection. This form of notice is proper for use in connection with
all artistic works, and is the only form that complies with the international notice requirement.5 7 An artist known by a recognized
abbreviation or other designation, may substitute the abbreviation
or designation for his or her name. However, if there is any question concerning the extent of recognition, the copyright owner
should use his or her name rather than a designation.
With respect to a few special categories," the artist does not
have to include the year of publication in the notice. For example,
with regard to copyright notice for designs placed on useful articles, the notice "@Artist" will suffice. However, such notice does
not meet the requirements for international copyright protection,
nor does it comply with U.S. requirements for most artistic works.
Therefore, use of the traditional form ("0 Artist 1981") is recommended. Notice for phonorecords is " P Artist 1981." Use of the
symbol @alone is improper.
The 1976 Copyright Act only requires that notice be positioned
so as to give reasonable notice of the claim of copyright. Notice is
proper if it appears on the title or first page of a book, article, play,
56. 17 U.S.C. § 402(c) (1977).
57. A copyright owner desiring international protection should use the notice "0 Artist
1981," as that notice alone complies with the provisions of the Uniform Copyright Convention. The text of the 1952 and 1971 Uniform Copyright Conventions are set forth in Appendices 24 and 25 of NIMMER, supra note 1. Proper notice for international protection of phonorecords is " P Artist 1981." It should be noted that an artist wishing protection in certain
South American countries should include the notice "All Rights Reserved," as required by
the Buenos Aires Convention. The text of the Buenos Aires Convention is set forth in Appendix 28 of NIMMER, supra note 1. Finally, to achieve protection under the Berne Convention, a work must be simultaneously published in the United States and a Berne nation, e.g.,
Canada. The text of the 1948 and 1971 Berne Conventions are set forth in Appendices 26
and 27 of NIMMER, supra note 1.
58. 17 U.S.C. § 401(b)(2) (1977). See the quotation of the statute, 17 U.S.C. § 401(b)(2)
(1977), accompanying note 53, supra for a list of the works which fall within the special
exception.
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script, music sheet, or in a viewable portion of a work of visual art.
For pictorial works, notice may be placed on the face, margin, or
reverse side of the work, so long as it can be seen upon examination. Paintings also may contain notice on the reverse side, provided the notice is visible upon inspection. Arguably, notice may
be placed next to a displayed work; however, an artist following
such a procedure must insure that the notice is constantly in place.
Placement of the notice on a frame permanently affixed to an artwork probably would meet notice requirements. On sculpture, the
notice can and probably should be placed on a base or pedestal
which is permanently affixed to the sculpture. In sum, an artist
should make a good faith effort to place appropriate notice on or
with his or her work in a manner which reasonably notifies the
public while not unduly detracting from the creation.
Even under the Copyright Act of 1976, the omission of notice
can lead to complete loss of an artist's rights in his or her work.
However, the initial failure to include a notice on publicly distributed copies does not automatically invalidate the copyright or
place the work in the public domain" if:
(1) the notice has been omitted from no more than a relatively
small number of copies or phonorecords distributed to the public;
or
(2) registration for the work has been made before or is made
within five years after the publication without notice, and a reasonable effort is made to add notice to all copies or phonorecords
that are distributed to the public in the United States after the
omission has been discovered; or
(3) the notice has been omitted in violation of an express requirement in writing that, as a condition of the copyright owner's
authorization of the public distribution of copies or phonorecords,
they bear the prescribed notice.60
Thus, by taking reasonable efforts to correct an omission of a notice on a work, an artist can save most, if not all, of his copyright.
A person who innocently infringes a copyright in reliance upon
an authorized copy or phonorecord from which notice has been
omitted will incur no liability prior to receipt of actual notice that
registration for the work has been made." Once notice has been
59. If a work is inethe "public domain," all persons can freely copy the work. See note 49,
supra, for treatment under the 1909 Act. See also NIMMER, supra note 1, at § 4.01.

60. 17 U.S.C.
61. 17 U.S.C.

§ 405(a) (1977).
§405(b) (1977).
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given, the copyright owner probably can enforce his copyright
against that person and others. Prolonged failure to include copyright notice will place a work in the public domain and all rights to
the work will be lost.6 2
Within three months after the date of first publication of a work
with a copyright notice, the owner of the copyright is obligated to
deposit in the Library of Congress two complete copies of the best
edition of the work or, in the case of sound recordings, two complete phonorecords of the best edition. 3 Certain exemptions may
be made by the Register of Copyrights, but at this time an artist is
generally obligated to deposit copies of his work in the Library of
Congress. For a work of fine art, such as a painting, photographs
can be submitted. If an artist fails to make the mandatory deposit,
the Library of Congress may resort to legal process both to obtain
the copies and to assess a fine for .failure to comply."

D.

Registration of Copyright

While not required, registration of both published and unpublished works with the Copyright Office provides authors with additional rights. Registration establishes a public record of the copyright claim. Furthermore, a copyright owner cannot sue infringers
until registration has been either applied for or obtained." It is
usually most opportune to file when a work is published. Registration made within five years of the first publication date establishes
prima facie evidence of the validity of the copyright and the facts
stated in the certificate," and it makes possible the award of statutory damages and attorneys' fees in a successful suit for infringement. 7 Finally, registration facilitates the recordation of assignments and other documents.
The registration of a copyright is a relatively simple process
which involves filling out the proper copyright form," and submit62. See NIMMER, supra note 1, at § 4.01.
63. 17 U.S.C. § 407 (1977); 37 C.F.R. § 202.19 (1980). See generally NIMMER, supra note
1, at § 7.17.
64. 17 U.S.C. § 407(d) (1977).
65. 17 U.S.C. § 411 (1977).
66. 17 U.S.C. § 410(c) (1977).
67. 17 U.S.C. § 412 (1977).
68. Four forms, covering different categories of works, can be obtained free from the
United States Copyright Office: Class TX, nondramatic literary works, concerns non-dramatic literary works such as fiction, non-fiction, poetry, textbooks, directories, catalogs, advertising copies, periodicals, and compilations of information. Class PA, works of performing
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ting it to the Copyright Office with a proper copy or copies of the
work69 and a statutory filing fee of $10.00.70
Requirements for the submission of copies vary, depending on
the work. When multiple copies of a work, for example a book, are
available, such copies should be submitted. However, in the case of
many works of art, the Copyright Office often will accept visual
substitutes in satifaction of the copy requirement. For example, an
artist registering an oil painting can submit a photograph or 35mm
transparency of the work rather than the original. Acceptable identifying material includes photographic prints, transparencies, photostats, drawings, or similar two-dimensional reproductions or
renderings of a work in a form visually preceivable without the aid
of a machine or device. The copies must identify the actual size of
the work and the position of the notice. A songwriter desiring to
register a song can file either copies of the music and lyrics on a
songsheet or a tape of the song. Authors of printed material should
submit the best edition of those works, be it a printed book or
magazine, or a photocopy of a typewritten or handwritten paper."

E. Protections Granted By Copyright
Whether a work is unpublished, published, or registered, the
copyright law provides the copyright owner with the following exclusive rights:
(1) to reproduce the copyrighted work in copies or phonorecords;
(2) to prepare derivative works based upon the copyrighted
work;
(3) to distribute copies or phonorecords of the copyrighted
work to the public by sale or other transfer of ownership, or by
rental, lease, or lending;
arts, is for musical works; dramatic works, including any accompanying music; pantomimes
and choreographic works; and motion pictures and other audiovisual works. Class VA, works
of visual arts, is for all published and unpublished pictorial, graphic and sculptural works.
That class includes two- and three-dimensional works; graphic and applied arts; photographs; prints and art reproduction; maps, globes, and charts; technical drawings, diagrams,
and models; and pictorial or graphic labels and advertisements. Finally, Class SR, sound
recordings, includes all published and unpublished sound recordings. See 37 C.F.R. § 202.3
(1980).
69. One copy of an unpublished work must be submitted, 17 U.S.C. § 408(b)(1) (1977); for
published works, two copies should be submitted. 17 U.S.C. § 408(b)(2) (1977).
70. The general requirements for registration are set forth in 17 U.S.C. §§ 408, 409 (1977);
37 C.F.R. § 202.20 (1980).
71. 17 U.S.C. § 408(c) (1977); 37 C.F.R. § 202.21 (1980).
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(4) in the case of literary, musical, dramatic, and choreographic
works, pantomimes, and motion pictures and other audiovisual
works, to perform the copyrighted work publicly; and
(5) in the case of literary, musical, dramatic, and choreographic
works, pantomines, and pictorial, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual work, to display the copyrighted work publicly."
It should be noted that there are limits on the exclusivity of an
author's rights. Copyright prohibits only the actual copying of a
practical work.73 Therefore, if an artist in New York creates a
painting and a second artist in Los Angeles, without seeing or being aware of the New York artist's work, creates an identical painting, the first has no rights against the second. Even if the second
painter had access to the work of the first, there is infringement
only is the second painting was copied and is "substantially similar" to the first.74 Finally, there is a certain amount of unauthorized "borrowing," designated as "fair use," which is allowed without the consent of the copyright proprietor. Examples of fair use
include copying of a work "for the purposes of criticism, comment,
news reporting, teaching, scholarship, or research."7 The concepts
of "substantial similarity" and "fair use" both pose complex legal
problems which cannot adequately be presented in this article."
An artist who creates a copyrighted work has rights in both the
material object itself and in the copyright in the object. These
rights can be transferred jointly or separately. That is, the artist
can either sell the material article while retaining the copyright or
he can transfer all or some portion of his rights. Under the old
copyright law, when a copyright owner unconditionally sold a
painting or other work of art, copyright privileges were transferred
72. 17 U.S.C. § 106 (1977). These rights offer significant protection to artists and their
creations. Copyright allows songwriters, poets, playrights, choreographers, motion picture
producers, and recording artists to control, license, or present (1) reproduction of their
works in books or magazines, (2) adaptations of their works into other forms, (3) distribution of the originals, reproductions, and adaptations, (4) performance of their works by
others, and (5) public display of their works. Painters, sculpters, potters, printmakers, and
photographers share all the exclusive rights except the right of performance, since their
creations are generally not capable of being performed.
73. Sid & Marty Krofft Television Productions, Inc. v. McDonald's Corp., 562 F.2d 1157,
1164 (9th Cir. 1977); See NIMMER, supra note 1, at § 13.01[B].
74. Id.
75. 17 U.S.C. § 107 (1977).
76. The statutory limits of "fair use" are set forth in 17 U.S.C. §§ 107-113 (1977). See also
NIMMER, supra note 1, at. § 13.05. The infringement concept of "substantial similarity" is
treated generally in NIMMER, supra note 1, at § 13.03.
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to the buyer." The law presumed that all rights were intended to
be transferred in connection with the sale. Under the 1976 Act,
transfer of ownership of any material object, including the copy or
phonorecord in which the work is first fixed, does not of itself convey any rights to the copyrighted work embodied in the object."
The purchaser or owner of a particular copy or phonorecord may
lawfully sell or otherwise dispose of the work and display that copy
publicly to viewers present at the place where the copy is located.7
Barring a written agreement, however, the copyright owner continues to have other rights, including the right to reproduce the work,
distribute it, and control the public display of additional material
objects including the work. Unfortunately, the law does not give an
artist automatic right of access to his or her work, and without
access the artist cannot exercise the right of reproduction. Therefore an artist who sells the only copy of a work should consider
contracting for the right to gain periodic access to the work for the
purpose of making reproductions.
An artist's copyright creates numerous opportunities for compensation. For example, an author of a story can separately contract to transfer the rights and receive royalties for hardback books
and paperbacks, movies, stage performances, and radio and television productions based on the work. A painter can receive royalties
for the reproduction and sale of his or her work by a museum, as
well as for its reproduction on post cards, greeting cards, and
china. A sculptor can license the reproduction and sale of scale
models of his or her work and receive a commission on each sale.
The potential is almost without limit. The owner of a copyright
can keep all rights to himself, sell the entire copyright, or license
only selected rights under special terms.80 For example, the right
to reproduce can be contractually granted to one person and the
right to distribute to another. Whenever the work is assigned in
whole or an exclusive right is transferred, the assignment or transfer should be recorded in the Copyright Office.81 To ensure that
assigned rights to a work are not lost to a person purchasing without notice of the assignment, the transfer should be recorded
within one month of the transfer date when execution of the in77. See Pushman v. New York Graphic Society, Inc., 287 N.Y. 302, 39 N.E.2d 249 (1942);
Grandma Moses Properties, Inc. v. This Week Magazine, 117 F. Supp. 348 (S.D.N.Y. 1953).

78. 17 U.S.C.
79. 17 U.S.C.

§ 202 (1977).
§ 109 (1977).

80. See generally NIMMER, supra note 1, at §§ 10.01-10.15.

81. 17 U.S.C. § 205 (1977).
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strument of transfer was made within the United States, and
within two months if execution was made outside of the United
States."
For works created after 1978, the 1976 Copyright Act affords the
artist and his or her heirs the right to terminate transfers and licenses of copyright made by means other than by will." In statutorily defined circumstances, the artist can revoke an earlier transfer,
retain future rights, renegotiate the terms of a transfer, or transfer
the rights to other interested parties.8 4 The new law greatly benefits unknown artists who originally receive little, if any, compensation for an original transfer, but who later become established and
highly recognized. The termination may be effected at any time
during a five-year period beginning at the end of 35 years from the
date of execution of the grant; or, if the grant covers the right of
publication of the work, at the end of 35 years from the date of
publication of the work under the grant or at the end of 40 years
from the date of execution of the grant, whichever term ends earlier. The termination is effected by serving an advance notice in
writing signed by the owners or their agents, upon the grantee or
the grantee's successor in title.88
Finally, a copyright owner has a number of remedies which can
be asserted against a person who copies a protected work without
authorization." The remedies available against an infringer include
temporary or permanent injunctions against future infringement;87
impoundment and destruction of all copies or phonorecords and of
all plates, molds, masters, tapes, films, negatives, and other articles
by means of which infringing copies or phonorecords may be reproduced;88 damages, including profits8 9 and, possibly, attorneys'
fees. 0
Copyright offers an excellent means of protecting the creative
expressions of artists. It does not, however, protect the basic ideas
82. 17 U.S.C. § 205(e) (1977).
83. 17 U.S.C. § 203 (1977).
84. Th conditions for termination are set forth in detail in 17 U.S.C. § 203(a) (1977), and
the effect of that termination is listed in 17 U.S.C. § 203(b) (1977). This provision is discussed in detail in NIMMER, supra note 1, at § 11.01-11.09.

85. 17 U.S.C. § 203(a) (1977).
86. 17 U.S.C. § 501 (1977).
87. 17 U.S.C. § 502 (1977).
88. 17 U.S.C. § 503 (1977).
89. 17 U.S.C. § 504 (1977).
90. 17 U.S.C. § 505 (1977).
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underlying the artist's creation, or the application of those ideas to
particular processes and products. The law of trade secrets and
patents may allow an artist to protect those important properties.
Trade Secrets
All fifty states have some type of trade secret law which can provide protection to artists." Under the law of trade secrets, certain

information can be protected from unauthorized use. To qualify
for protection, the information must be (1) secret; (2) substantial
in nature; and (3) valuable.92 "Secrecy" is often the key factor in
determining whether or not protection is available. As the Supreme Court in Kewanee Oil Co. v. Bicron Corp.,"8 recently explained, the "subject of a trade secret must be secret, and must not
be of public knowledge or of a general knowledge in the trade or
business."
Many forms of an artist's developments are not protected by
trade secret law simply because they cannot be kept secret. Assume, for example, that an artist who designs a new spray gun for
applying paint desires to sell the spray gun on the market. The
spray gun could not be protected under the law of trade secrets,
for as soon as the spray gun was placed on the market, any skillful
mechanic who bought one could take it apart, learn how it worked,
and make an exact copy. That person could then make and market
identical paint applicators. This copying technique, known as "reverse engineering," is permitted by law' 4 unless the duplicated
91. Because trade secret law is based primarily upon state common law, it varies to some
degree from state to state. Nevertheless, the laws in various states are sufficiently similar to
permit the presentation of a reasonably accurate outline of the law of trade secrets as it
applies to artists. Treatises on this area of the law include: R. MILGRIM, TRADE SECRETS
(1980) [hereinafter cited as MILGRIM]; R.R. CALLMANN, THE LAW OF UNFAIR COMPETITION
TRADEMARKS AND MONOPOLIES (3d Ed. 1980).
92. Perhaps the most often quoted definition of a trade secret is found in THE RESTATEMENT OF TORTS:

A trade secret may consist of any formula, pattern, device or compilation of
information which is used in one's business, and which gives him an opportunity
to obtain an advantage over competitors who do not know or use it. It may be a
formula for a chemical compound, a process of manufacturing, treating or preserving materials, a pattern for a machine or other device, or a list of customers.
RESTATEMENT OF TORTS § 757, comment (b) (1939); See generally MILGRIM, supra note 91,
at § 2.01.
93. 416 U.S. 470, 475 (1974).
94. In Kewanee, the Supreme Court explained the limits of protection under trade secret

law:
A trade secret law, however, does not offer protection against discovery by fair
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product is protected by a patent. Artistic techniques, such as pottery shapes and color combinations, which are visually perceptible,
could similarly be reverse engineered.
In short, an artist can protect his developments under trade secret law only if he somehow can keep them secret. Information
which may be protected under this law includes customer lists, address lists of potential donors, methods of doing business, methods
and techniques of making or protecting artwork, material lists, material formulas, artistic techniques, and other information of particular value developed by an artist and not known by others."6
If an artist develops a particular step-by-step process to fire pottery and keeps that process secret, a competitor could not know or
determine how the original artist fired the pottery simply by looking at the finished pottery. Therefore, the artist's development
could be protected by trade secret law. Similarly, it would be difficult to determine the procedures involved in an artist's use of a
particular mixture of varnishes to give a certain effect to his paintings, or step-by-step procedure in sculpting his artwork or creating
a monoprint, and such techniques therefore can be protected.
As long as trade secret information is secret and kept confidential, the owner of the secret has the right to control its use by
others who improperly gain knowledge of it. Injunctions are often
sought in trade secret litigation to enjoin a person who stole trade
secret information. Similarly, an owner can legally stop a person to
whom a trade secret has been disclosed upon a promise of confidentiality from using the trade secret or disclosing it to others."
The owner can also sue any person who steals or wrongfully discloses the secret and request an award of monetary damages."9
An artist who designs or develops something particularly useful
to others may be offered remuneration for its disclosure. Under
such circumstances, the artist can enter into a written contract
and honest means, such as by independent invention, accidental disclosure, or by
so-called reverse engineering, that is by starting with the known product and
working backward to devine the process which aided in its development or
manufacture.
416 U.S. at 476 (footnote omitted). See also, Cornell-Dubilier Elec. Corp. v. Aerovox Corp.,
71 U.S.P.Q. 153, 156 (Mass. Super. Ct. 1946); MILGRIM, supra note 91, at § 2.05[2].
95. See generally MILGRIM, supra note 91, at § 2.09.
96. See SmokeEnders, Inc. v. Smoke No More, Inc., 184 U.S.P.Q. 309 (S.D. Fla. 1974);
MILGRIM, supra note 91 at § 7.08[1].
97. SmokeEnders, Inc. v. Smoke No More, Inc., 184 U.S.P.Q. 309 (S.D. Fla. 1974); See
also MILGRIM, supra note 91, at § 7.08[3].
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which specifies the particular payment and use of the trade secret
information. The contracting parties can agree to various terms
and forms of payment for the trade secrets. Often, parties are willing to pay a percentage of the proceeds from sales of the products
made with the use of another's trade secret information." They
instead may decide on a lump sum payment for all rights," or on
an initial down payment with continuing future periodic royalties.100 A wide variety of contract terms is possible. 01
Trade secret protection can last for minutes or for decades. The
law will protect an artist's secret development so long as it is kept
secret and is not known or legally discovered by others. For example, an artist who discovers a new etching process has a trade secret. Voluntary disclosure of the process to fellow artists allows
them to profit from the discovery, and the original artist's trade
secret rights are lost.102 Not only can the artists to whom disclosure
was made freely use the process, but anyone else can as well. On
the other hand, an artist who keeps a process confidential may
maintain trade secret rights in the process for years. However,
rights may be lost even when trade secret information is kept confidential. If another person, through his or her own efforts and
without knowledge of the original artist's work, develops the same
98. The Supreme Court in Aronson v. Quick Point Pencil Co., 440 U.S. 257 (1979) held
that a contract to pay percentage royalties on keyholders manufactured pursuant to a disclosed trade secret was binding on the parties. See also, MILGRIM, supra note 91, at §
3.05[5].
99. Since a trade secret has an uncertain life, a trade secret holder may only be willing to
sell all of his rights for an immediately receivable lump sum payment. The sale of all rights
to a trade secret for a lump sum figure may also allow the trade secret owner to treat the
proceeds as capital gains, rather than ordinary income. See J. BIscHEL, TAXATION OF PATENTS, TRADEMARKS, COPYRIGHTS, AND KNow-How, I 1.1-1.5(c) et seq. (1974).
100. A contract calling for an initial down payment and continuing future royalties may
offer the contracting parties a workable compromise. The immediate up front payment gives

the trade secret owner some assurance that the licensee will have an incentive to keep the
licensed information secret, and the licensee will pay future royalties only if the use of the
secret information reaps profits.
101. The terms of a trade secret contract may often include various payment plans, tax
favored provisions, use limitations, and even territorial restrictions. Often the existence of a
trade secret will justify provisions which would otherwise be illegal under the antitrust laws.
See Shin Nippon Koki Co. v. Irvin Industries, Inc., 186 U.S.P.Q. 296 (N.Y. Sup. Ct. 1975).
However, there are limits to this justification. Therefore, if a trade secret contract or license

contains any restraints or restrictions, it must be reviewed to ensure that the agreement
does not violate the antitrust laws. See generally, MILGRIM, supra note 91, at § 6.05; Payne
& Stroup, U.S. Antitrust Aspects of the International Transfer of Technology, 5 N.C.J.
INT'L L. & Comm. REG. 91 (1980); Macdonald, Know-How Licensing and the Antitrust
Laws, 62 MICH. L. REv. 351 (1964).
102. MILGRIM, supra note 91, at § 2.05[1].
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information, the artist's trade secret protection ends.103
Suppose that an artist develops a significant trade secret which
he desires to protect. What must be done to maintain protection
under the law? How much will such protection cost? The artist
must take all reasonable steps to keep the information a secret,
and the costs can vary. Since the costs to keep the information
secret involve primarily the artist's time and efforts, an artist does
not have to expend funds initially to protect his secrets. Often, reasonable efforts to keep the information secret will fully protect an
artist's secrets. Of course, if a lawsuit becomes necessary, the protection of an artist's secrets can become expensive.
There are several procedures which should be followed in protecting a trade secret. First, any documents disclosing or containing significant trade secret information should be kept in a safe
place, preferably under lock and key. It is advisable that the artist
place a notice or stamp on any documents containing confidential
information advising others of the confidential nature of the information.10 4 Such a notice might state:
Confidential Information of [Artist's Name], Not To Be Copied,
Disclosed, Or Used For Any Purpose Without The Express Written Permission of [Artist's Name].
The artist should keep the confidential documents in an envelope
bearing a similar notice or stamp indicating confidentiality. When
using the trade secret information in his or her studio, the artist
should take all reasonable steps to control access thereto, so that
others cannot steal or otherwise wrongfully learn of the trade secret information. 05
Individual artists may wish to take a number of steps based on
industrial practices to prevent unnecessary loss of trade secret
rights. Commercial industries often place confidentiality notices or
signs in any work areas where trade secret information is used.
Similarly, employers often require that their employees agree to
keep all trade secret information confidential.10 e Often, employees
103. MILGRIM, supra note 91, at § 5.04(1].
104. See Digital Development Corp. v. International Memory Systems, 185 U.S.P.Q. 136
(S.D. Cal. 1973), where the court concluded that the trade secret owner had taken reasonable steps to keep its design secret when it followed the industry practice of stamping proprietary legends on documents containing the designs.
105. See Midland-Ross Corp. v. Yokana, 185 F. Supp. 594 (D. N.J. 1960).
106. See Carter-Wallace, Inc. v. U.S., 171 U.S.P.Q. 359 (Ct. Cl. 1971); Motorola, Inc. v.
Fairchild Camera and Instrument Corp., 366 F. Supp. 1173 (D. Ariz. 1973); MILGRIM, Supra
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must agree by contract or letter of employement to refrain from

using trade secret information in competition with the industry.
Along the same lines, industries often require that guests touring
industrial workshops in which they might view or learn about trade
secret information agree in writing not to disclose the information
to others.
Even if an -artist decides to protect certain significant trade
secrets, there may be times when he or she wants to disclose the
information to others. It is preferable that disclosure be in confidence and preferable that it be in writing.1 07 Such an agreement
might state:
The undersigned [name of person or corporation] in consideration
for the disclosure, review and observation of the trade secrets and
confidential know-how of [artist's name] promises to hold in confidence and not to reproduce, divulge, or use any and all trade
secrets and unpublished know-how observed by or given to him
by [artist's name], or his agents or representatives, concerning
[general, not specific, discussion of trade secret] without the written consent of [artist's name].
Name:

Title:

(signature)
Date:

It is important that as many of the above steps be taken as are
reasonable under the circumstances. If the artist does not seriously
attempt to keep this information confidential, the courts will not
recognize it as a secret.
In conclusion, the law of trade secrets provides an inexpensive
and valuable method of protecting certain artistic developments
and information. Other developments and designs which by their
nature cannot be protected under trade secret provisions may be
guarded under the law of patents.

Patents
Patent protection extends to new designs, processes, tools, products, machines, or substances. 08 A patent gives an artist exclusive
note 91, at § 3.05[1].
107. See Midland-Ross Corp. supra note 105; Vitro Corp. of America v. Hall Chemical
Co., 254 F.2d 787 (6th Cir. 1958).
108. Patent protection is granted exclusively under federal law which is codified at Title

No. 2]1

PROTECTION OF ARTISTS

213

right during the life of the patent to make, use, and sell his or her
invention throughout the United States.10 ' The artist also can sell
the patent, or can license others to use his or her invention and
receive payment for such sale or use.
There are two types, of patents: design and utility. Design patents protect ornamental designs for articles of manufacture such as
clothing, jewelry, furniture, hollowware, glassware, and china. Utility patents are available for new tools and machines used in the
creation of new works of art, art materials (e.g., paints or glazes)
and methods or techniques for creation or manufacture of artwork.
By law, utility patents are available for any new, useful, and
unobvious "process, machine, manufacture, or composition of matter" or any new, useful, and unobvious improvement in those areas.110 These classes include practically everything made by ma%
and the processes for making it. Design patents are available for
any new, original, and unobvious ornamental design for a manufactured article."' Design patents protect only the appearance of the
article and not the structural or utilitarian features.112 In some circumstances, an artist can obtain both design and utility patents for
a product which is itself patentable, and also includes a patentable
ornamental design.
Patent law often offers broader protection than that offered by
trade secret law. One great advantage of patent protection is that,
unlike trade secret law, it does not depend upon secrecy. It therefore gives the patentee the exclusive right to make, use, and sell his
or her invention whether or not the invention can be kept secret.
Thus, a newly invented technique for producing an artwork is protectable under patent despite the fact that someone might, by
viewing or studying the finished artwork, learn the technique. For
example, a patent on an invented airbrush not only can prevent
others from copying the particular airbrush but also may prevent
them from making, using, or selling airbrushes which are similar
but not identical to that airbrush. An artist can selectively license
the rights to make, use, or sell his or her invention, and obtain
35 of the United States Code. Recognized treatises concerning patent law include: P. RoSENBERG, PATEr LAw FUNDAMENTALS (2d Ed. 1980); A. DELLER, DE.LER's WALKER ON PATENTS
(2d Ed. 1972) [hereinafter cited as DELLER'S]; D. DUNNER et at. PATENT LAW PERSPECTIVE
(1980); D. CHISUM, PATENTS (1980) [hereinafter cited as CHISUM).
109. 35 U.S.C. § 154 (1976); 35 U.S.C. § 271 (1976); CulsUM, supra note 108, at § 16.02.
110. 35 U.S.C. §§ 101, 103 (1976).
111. 35 U.S.C. § 171(1976).
112. DELLER'S, supra note 108, § 179.

214

Comm/ENT LAW

JOURNAL

[Vol. 3

payment for the transfer of those separate rights.
Patents protect artists for definite periods of time. Depending
upon the applicant's election, and with a staggered application fee
paid to the Patent and Trademark Office, a design patent can have
a life of 3.5 years, 7 years, or 14 years."" Utility patents have a life
of seventeen years.' Neither type of patent can be renewed. Consequently when a patent expires, any person may make, use, or sell
the previously patented invention. 15
The degree of protection available for a patent is determined by
the scope of the patent claim, which therefore must particularly
point out and distinctly claim the subject matter of the invention.n' When an artist's invention represents a major technical advance, the scope of protection can be extremely broad. For examOple, suppose that a particular artist was the very first person to
invent a paint brush. A claim in the patent might recite:
A paint brush comprising a handle and flexible, absorbent material at the end of the handle for holding paint and transfering it
to a surface to be painted.
So broad a claim would have given the artist exclusive right to
make, use, and sell almost every paint brush. An artist who today
invented an improved paint brush made from a special material
and having a particular form might be able to obtain a patent for
that improved brush, but the claims would have to be specific and
narrow, and the degree of protection obtained would consequently
be less.
Patents are granted only for new and useful designs or inventions.'17 To qualify for protection, the invention must not be
known to or shown in the "prior art". The term "prior art" refers
to the knowledge and information known or available to others
before the inventor made his invention. Prior art includes information in any printed publication anywhere in the world, and any
public use or sale of similar designs or inventions in this country.
Previously issued patents, magazine articles, newspapers, public
speeches, and the sale and use of products in the market are all
113. 35 U.S.C. § 173 (1976). The issuance fee for a design patent is $10 for 3.5 years, $20
for 7 years, and $30 for 14 years. 35 U.S.C. § 41 (1976).

114. 35 U.S.C. § 154 (1976).
115. See Brulotte v. Thys Co., 379 U.S. 29, 32-34 (1964).
116. See 35 U.S.C. § 112 (1976).
117. 35 U.S.C. §§ 101, 102 (1976).
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examples of "prior art" sources of information.""
Not every new design or invention is patentable."' Even if there
are differences between an invention and similar products known
to or shown in the prior art, a patent may still be refused if such
differences are obvious. For an invention to be patentable, the differences and advances claimed in the patent cannot be obvious to a
person of ordinary skill in the field of invention.o20 For example,
the substitution of one known material for another,' 2 ' or changes
in size and shape,' 22 do not qualify for patent protection.
To obtain a patent, the artist must file an application in the
United States Patent and Trademark Office.12 The application
must include: (1) a written specification and oath signed by the
inventor; (2) a drawing of the invention; and (3) a filing fee. 2" The
specification and drawings must fully describe the invention and
the manner and process of making and using it.""
Once filed, the application is classified and given to an examiner
specializing in the area of the invention. The examiner determines
whether the application complies with all legal requirements and
compares the invention with the prior art patents and publications
he or she finds. The examiner then issues an Office Action either
granting or rejecting the application. The inventor can amend a
118. Generally, the scope of prior art is defined by 35 U.S.C. § 103 (1976). The interpretation of that section raises complex legal issues which are beyond the scope of this paper. For
a general introduction see CHISUM, supra note 108, at § 6.01 et seq.
119. 35 U.S.C. § 102 (1976).
120. Section 103 of Title 35 defines the test to determine the patentability of inventions
which are not identical to the prior art:
A patent may not be obtained though the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made to
a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was
made.
The leading case which explains the steps to be followed in applying this test is Graham v.
John Deere Co., 383 U.S. 1 (1966). For a general discussion of the application of the standard of "obviousness" see CHISUM, supra note 108, at § 5.01 et seq.
121. See DELLER'S, supra note 108, at § 112.
122. See DELLER'S, supra note 108, at §§ 114, 115.
123. The United States Patent and Trademark Office is a part of the Department of
Commerce, 35 U.S.C. § 1 (1976), and is located just outside of Washington, D.C. in Arlington, Virginia. The Office has an information service and publishes a number of helpful
books and pamphlets that can be obtained at reasonable fees.
124. 35 U.S.C. § 111 (1976).
125. 35 U.S.C. §§ 112, 113 (1976).
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rejected application and otherwise argue against an examiner's
negative decisions. The Office Action and response process continues until the application is finally allowed or rejected.' 2
An artist who invents a new design or invention which seems
patentable should promptly decide whether or not to file an application in the Patent and Trademark Office. In the United States,
an inventor is eligible for a utility patent only if an application is
filed within one year from the date the invention is first publically
issued or sold.12 7 Claims for design patents, must be filed within six
months.' Some countries deny patent protection unless the inventor files an application before any public disclosure, use, or sale
whatsoever. 2 9
While patents can be costly, the exclusive rights they confer to
make, use, and sell a valuable invention may be well worth the
expense. For example, an artist who develops a new process for
making etchings could protect both his or her particular and other
similar processes, thereby securing the exclusive right to use the
process or to license others.to do so. If that process is commercially
attractive in the artistic or general printing field, the artist can
contract with others for substantial compensation.
Patents can be transferred in whole or in part, or assigned in
total. 30 Licensing a patent is often the best way to effect the largest economic return, particularly if the demand for the invention is
so great that the artist alone cannot adequately supply the market.
A patent license can include a wide variety of terms."' For example, the patent owner can grant one person the exclusive right to
make and sell the invention while licensing another the right to its
use. Furthermore, a patent owner can grant rights in particular
territories within the United States or in particular fields of use. In
126. See 35 U.S.C. § 131-133 (1976). If an application is twice rejected by the Office, the
applicant-inventor can appeal the rejection first to the Board of Appeals, 35 U.S.C. § 134
(1976), and then to either the Court of Customs and Patent Appeals, 35 U.S.C. § 141 (1976),
or the United States District Court for the District of Columbia, 35 U.S.C. § 145 (1976).
127. 35 U.S.C. § 102 (1976).
128. 35 U.S.C. § 172 (1976).
129. For example, in West Germany an inventor cannot obtain a patent for an invention
which has been publically disclosed, known or used in any country before a patent application is filed. BAXTER & J. SINNOTr, WORLD PATENT LAW AND PRACTICE art. 2, at p. West
Germany-? (1981).
130. 35 U.S.C. § 261 (1976).
131. The limits of a patent license are essentially defined by the interface of the patent
and antitrust laws. See generally 16G J. VON KALINOWSKI, BUSINESS ORGANIZATION-ANTITRUST LAWS AND TRADE REGULATION, §§ 59.01-59.08 (1981).
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return for such grants, the patent owner may receive either a lump
sum royalty or periodic payments based on the use of his or her
invention.
Patent law also provides an owner with remedies against persons
who infringe his patent. Use or sale of a patented invention without authorization by the patent owner entitles the owner to sue for
an injunction,13" damages (and possibly treble damages),"13 and
reasonable attorneys' fees.13"
Finally, if an artist's invention is sufficiently important to so
warrant, patent protection is available throughout most of the
world." However such protection is expensive and sensible only if
the invention appears to be extremely valuable in selected foreign
countries.
In summary, the patent law provides an artist with a significant
means of protecting invented processes, products, and materials
which are not fully protectable by copyright or trade secret law.
Patents, however, are more expensive"a to obtain than copyright
or trade secret protection and therefore are economically justified
only when the invention is capable of commercial use.

Trademarks and Service Marks
An artist displaying artwork or services in the marketplace often
makes use of trademarks, service marks, or logos to identify and
distinguish his or her work from that of others.137 These marks,
which aid in the marketing of artwork and services, are protected
132. 35 U.S.C. § 283 (1976).
133. 35 U.S.C. § 284 (1976).
134. 35 U.S.C. § 285 (1976).
135. See generally J. BAXTER, WORLD PATENT LAW AND PRACTICE (1973).
136. The actual expense of obtaining a patent depends upon a variety of factors including
the complexity of the subject matter of the invention, the fees of the person who prepares
the patent application, the number and types of actions and responses made, and the number and types of administrative and court appeals taken, if any. The costs are incremental
as a patent application is filed and examined, allowing the inventor to periodically determine whether to proceed and incur additional costs. The expense for obtaining a relatively
simple design patent might be between $400 and $1,000. Relatively simple utility patents
may cost between $2,000 and $5,000 over a two year period. Highly complex patents can
cost much more.
137. A trademark is any word, name, slogan, logo, or device (or combination thereof) used
to identify an individual's goods or services and distinguish them from those of others. 15
U.S.C. § 1127 (1976). See generally; J. GILSON, TRADEMARK PROTECTION AND PRACTICE
(1980); J. MCCARTHY, TRADEMARKS AND UNFAIR COMPETITION (1973) [hereinafter cited as
MCCARTHY]; R. CALLMANN, UNFAIR COMPETITION TRADEMARKS AND MONOPOLIES (3d. ed.
1980).
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by law. Trademarks identify the owner as the source of the artwork and advertise the value and uniform quality of the artist's
work and goodwill, thereby increasing sales and forming a connecting link between the artist's products and services. A service mark
is similar to a trademark but is used in the offering or advertisement of services. 8 Service marks, therefore, identify the services
of one person and distinguish them from the services of others.
Examples of trademarks in the art world include arbitrary and
distinctive'" signatures or logos on books, films, or artwork;
stampings of a name or logo on pottery or pewter; printmakers'
chop marks; labels on phonorecords; labels used with artwork to
identify artists or galleries; marks placed on packaging or display
information accompanying artwork; and labeling placed on boxes
for transporting artwork. Examples of service marks are arbitrary
and distinctive words or logos used by movie and television studios, appraisal services, galleries, artists' consulting services, interior decorating firms, and architecture firms. Service marks might
be placed on such items as stationery, envelopes, business cards,
advertisements, and signs.
Trademarks and service marks are protectable under both state
and federal law." 0 In the United States, protection for a mark is
possible only upon actual use of the mark in connection with goods
or services. Such use of properly selected mark entitles the user to
exclusive use of his mark or a confusingly similar mark in connection with his goods or services, or with similar goods and services."'4 The extent of geographical protection available under the
law is dependent upon both actual physical use of the mark, and
whether a federal registration has been obtained."
The selection of a mark is an important process. Some words or
logos are not protectable, while others may infringe upon marks
already in use. It is important that an artist avoid selection of a
mark which is confusingly similar to marks already used by others
138. See generally MCCARTHY, supra note 137.
139. Unless a mark has a distinctive quality that differentiates it from other marks, words
or symbols, no protection for the mark is available through trademark law. See notes 143151 and accompanying text, infra.
140. Each state by either common law or state trademark law provides for protection of
marks used in the respective states. See generally MCCARTHY, supra note 137, at §§ 22.122.5. Federal trademark law is defined by the (Lanham) Trademark Act of 1946, Pub. L.
No. 489, 60 Stat. 427 (1946), 15 U.S.C. §§ 1051-1127 (effective July 5, 1967, amended 1975).
141. See 15 U.S.C. § 1114(1)(1976); see generally MCCARTHY, supra note 137, at §§ 23-24.
142. See generally MCCARTHY, supra note 137, at § 26.
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who deal in products or services resembling his or her own.
Certain words, phrases, and logos are ineligible for trademark
protection. For example, no one can reserve a mark consisting of
immoral, deceptive or scandalous matter, or the flag or coat of
arms of a government.'43 In addition, the law does not permit protection of words used in their generic or dictionary sense. 4 4 For
example, it would most likely be impossible to obtain legal rights
to a mark for an art gallery called "The Art Gallery," as by law it
is considered unfair to allow any one person exclusive right to such
a generic word or phrase.
Marks which are merely descriptive or deceptively misdescriptive of goods or services" 5 are protectable only if the owner can
establish that, through prolonged and continuous use and advertisement, the mark has become distinctive and is recognized by the
public as representing his or her goods or services. Similarly, if a
mark is primarily geographically descriptive, or misdescriptive14 of
the origin of the goods or services, or primarily a surname,' the
user cannot obtain immediate protection for the mark. Therefore,
descriptive, geographical, and surname marks like "Beautiful,"
"Paris," and "Jones," provide an artist with little, if any, immediate protection. Over time, however, the mark may be enforceable if
it achieves a "secondary meaning" beyond its initial descriptive,
geographic, or surname nature.'48 Proof of secondary meaning is
not an easy task."'
Marks which are arbitrary in meaning and distinctive in visual
or audio effect' 50 provide an artist maximum protection. Well143. See Application of Sociedad Agricola E. Commercial Dos Vinhos Messias, S.A.R.L.,
159 U.S.P.Q. 275 (T.T.A.B. 1968); 15 U.S.C. § 1052(a)-(b)(1976).
144. See Application of G.D. Searle & Co., 360 F.2d 650 (C.C.P.A. 1966); MCCARTHY,
supra note 137, at § 12.
145. See Gold Seal Co. v. Weeks, 129 F. Supp. 928 (D.D.C. 1955), afl'd, 230 F.2d 832
(D.C. Cir. 1956); 15 U.S.C. § 1052(e)(1976); MCCARTHY, supra note 137, at §§ 13:1-14:1 et
seq.
146. See Singer Mfg. Co. v. Birginal-Bigsby Corp., 319 F.2d 273 (C.C.P.A. 1963).
147. See Application of I. Lewis Cigar Mfg. Co., 205 F.2d 204 (C.C.P.A 1953).
148. See Kellogg Co. v. National Biscuit Co., 305 U.S. 111 (1938); 15 U.S.C. §
1052(f)(1976).
149. The burden of proof is on the person attempting to legally protect the mark. Factors
relevant to proof of secondary meaning include direct evidence relating to the state of mind
of the buyer (direct testimony and surveys) and circumstantial evidence such as the owner's
advertising, publicity, sale, and extent of exposure. See Supreme Wine Co. v. American Distilling Co., 310 F.2d 888 (2d Cir. 1962); MCCARTHY, supra note 136, at §§ 15:1-15:9, RESTATEMENT OF TORTs, § 727 (1938).
150. See MCCARTHY, supra note 136, at § 15:1.
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known arbitrary commercial marks include EXXON@, KODAK@,
and IBM@. These marks in themselves had no meaning when first
used, but they have come to represent immensely valuable companies and their products. When an artist sells his or her work under
such a mark bearing no generic, descriptive, or geographic link to
the work, the mark will strongly identify the artist's goods or services, and the law will grant the mark greater protection over similar marks and goods.0 1
Once an artist selects a trademark or service mark, it is important that it be properly used. A trade or service mark must be used
in conjunction with the artist's goods and services; 6 2 the marks
must be placed on or with them. For example, a trademark can be
drawn or stamped on the actual artwork, a label bearing the mark
can be attached to the artwork, or the artwork can be placed in a
package or display which includes the marks. When shipping artwork, an artist can meet the use requirement by placing the work
in boxes bearing the mark on their outside surfaces. The inclusion
of a trademark in advertisements of an artist's work will not fulfill
the use requirement for the mark. However, an artist can meet the
use requirement for service marks by placing them in advertisements, as well as on stationery, signs, envelopes, shopping bags, or
business cards.1 8
It is a good idea to place a trademark or service mark notice next
to one's mark. While such notices are not legally required, they
serve to notify the public that the mark is protected under the law
and to discourage the infringing use of similar marks by others. An
artist who has not obtained a federal registration may use the notice TM with trademarks, and the notice SM with his service
mark. Only if the mark is federally registered can the notice * be
used.1 54 For example:
151. See generally Blisscraft of Hollywood v. United Plastics Co., 294 F.2d 694 (2d Cir.
1961); Stix Products, Inc. v. United Merchants and Manufacturers, Inc., 295 F. Supp. 479
(S.D.N.Y. 1968).
152. Compare In re Marriott Corp., 459 F.2d 525 (C.C.P.A. 1972) with In re Chicago Rawhide Mfg. Co., 455 F.2d 563 (C.C.P.A 1972); see 15 U.S.C. § 1127 (1976); MCCARTHY, supra
note 136, at §§ 16:9-16:11.
153. The above described proper uses of trademark and service marks are exemplary only
and are not exclusive.
154. 15 U.S.C. § 1111 (1976). An artist with a registered mark has the option of using any
one of three possible statutory notices: * (the letter R enclosed in a circle), "Registered in
U.S. Patent and Trademark Office" or "Reg. U.S. Pat. & Tm. Off." Use of the federal notice
with an unregistered mark is improper and may render all rights in the mark unenforceable.
See Urecal Corp. v. Masters, 413 F. Supp. 873 (D. Ill. 1976); MCCARTHY, supra note 136, at
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Under state law, an artist obtains some protection for his trademarks or logos as soon as actual use begins.155 Thus, use of a mark
or logo within a certain geographical area provides protection of
the mark in at least that geographical area.'" That protection will
enable the artist to stop others from using the same or a confusingly similar mark with similar goods, when that use would likely
cause confusion with the public.' 7 Protection of the mark continues as long as it is actually used."'
Upon use in interstate or foreign commerce, a mark can be federally registered in the United States Patent and Trademark Office.15 9 It is also possible to register trademarks in most states;'6 0
separate state registration protects the mark only in that state.
Federal registration, for the most part, assures the artist of exclusive rights to his mark throughout the United States, even when
the mark is not in use in certain parts of the country. 1 There are
exceptions to this rule, but discussion of them is beyond the scope
of this article. es
Federal registration of a mark provides a number of benefits
over and above the protection of state law. Therefore, whenever
the artist's products or services will move in or affect interstate
commerce, he or she should consider applying for a federal registration. Federal registration provides constructive notice of a claim
§ 19:53.
155. The marks or logos must be sufficiently distinctive to qualify for protection and must
actually be in use. See MCCARTHY, supra note 136, at §§ 16:1-16:2.
156. The scope of territorial protection for a unregistered mark depends upon the area of
the user's actual sales, reputation and advertisement. See Hanover Star Milling Co. v. Metcalf, 240 U.S. 403 (1916); United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90 (1918);
MCCARTHY, supra note 125, at § 26; Lunsford, Geographical Scope of Registered RightsThen and Now, 61 TRADEMARK REPORTER 411 (1971).
157. See notes 164-168 and accompanying text, supra.
158. See Application of Mogen David Wine Corp., 328 F.2d 925 (C.C.P.A. 1964); McCARTHY, supra note 136, at §§ 17:1-17:3.
159. 15 U.S.C. § 1051 (1976).
160. A list of states having registration is included in MCCARTHY, supra note 136, (Supp.
1980) at

§

22:5.

161. 15 U.S.C. § 1115(b) (1976); see Dawn Donut Co., Inc. v. Hart's Food Stores, Inc., 267
F.2d 358 (2d Cir. 1959); MCCARTHY, supra note 136, at

§ 26:13.

162. See generally In re Beatrice Foods Co., 429 F.2d 466 (C.C.P.A. 1970); MCCARTHY,
supra note 136, at §§ 26:13 et seq.; Kaul, Concurrent Use and Registration of Trademarks,
62 TRADEMARK REP. 581 (1972).
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of ownership;"'s prima facie evidence of the validity of the ownership, exclusive use and valid registration of the mark;'" conclusive
evidence of exclusiveness after five years' continuous use;'" and
the right to use the * notice." In addition, federal registration
precludes registration of confusingly similar marks'" and gives its
owner access to litigation in the federal courts, regardless of the
amount in controversy.es
To obtain a federal registration, one must file a trademark or
service mark application in the U.S. Patent and Trademark Office.
The application should (1) specify the applicant's name and address and the dates and types of use, (2) include a drawing of the
mark and specimens showing how the mark is actually used, and
(3) be accompanied by a fee." The Office will then examine the
application and compare the proposed mark with those previously
registered. 7 0 If the Office finds (1) that the application is in proper
form, and (2) that the mark does not so resemble a previously registered mark as to be likely to cause confusion, mistake, or deception, the mark will be published in the Official Gazette of the Patent and Trademark Office for opposition purposes.'1 Any owner of
a similar mark who feels that the proposed mark will likely cause
confusion, mistake, or deception can oppose the proposed registration in a proceeding before the U.S. Patent and Trademark Office."'7 If the mark is unopposed (or if a contesting owner loses the
opposition), federal registration will be issued. 7 3 If, on the other
hand, the Office rejects the application, the applicant can (1) abandon the application, (2) amend it to overcome the rejection, or (3)
appeal the Office's decision.17 4
163. 15 U.S.C. § 1072 (1976).
164. 15 U.S.C. § 1057(b)(1976).
165. 15 U.S.C. § 1115 (b); 1065 (1976).
160. 15 U.S.C. § 1111 (1976).
167. 15 U.S.C. § 1052(d) (1976).
168. 15 U.S.C. § 1121 (1976).
169. 15 U.S.C. § 1051 (1976): "Fees will be set and adjusted by the Commissioner to recover in aggregate 50 per centum of the estimated average cost to the Office of such processing." 15 U.S.C. § 1113 (Supp. 1981).
170. 15 U.S.C. § 1052(d)(1976).
171. 15 U.S.C. § 1062(a)(1976).
172. 15 U.S.C. § 1063 (1976). The test of whether one mark so resembles another mark as
to be likely to cause confusion, mistake or deception is highly subjective and is not capable
of absolute prediction. Certain factors considered by the U.S. Patent and Trademark Office
and the courts when making this decision, are set forth in note 178 infra.
173. 15 U.S.C. § 1057(a)-(b)(1976).
174. 15 U.S.C. § 1071 (1976).
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Once issued, a federal registration has a first possible term of 20
years."7 8 However, unless the registrant submits an affidavit indicating that its mark is still in use, the new registration will terminate at the end of the sixth year.17 Registration can be renewed
for additional 20 year terms, as long as the mark is used.1"
Whether or not a trademark owner has either a state or federal
registration, he or she has the right to enforce his or her marks
against persons who use identical or similar marks for the same or
similar goods and services.17 8 If a court concludes that the second
mark is likely to lead to confusion, mistake, or deception, the remedies available to the trademark owner may include injunction
against further infringement;*7 9 damages for lost profits and
costs;e80 destruction of infringing labels and other articles which
include the infringing mark,' 8 ' and attorneys' fees. *
Once an artist adopts and uses a mark, it is his or her duty to
protect it from confusing use by others. The failure to stop such
use will cause the confusion to continue, the mark will lose its
strength, and in time the courts will refuse to enforce the mark
against others. 83 It should also be noted that the law will soon
consider an unenforced or unused mark abandoned and will permit
others to adopt and use it as their own. 8 4
175. 15 U.S.C. § 1058(a)(1976).

176. Id.
177. 15 U.S.C. § 1059 (1976).
178. The test for infringement is essentially the same as the test for registrability of one
mark over the other. Infringement is defined as the use of a mark which is likely to cause
confusion; or to cause mistake, or to deceive. 15 U.S.C. § 1114(1)(1976). Factors considered
by the courts include the similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation, and commercial impression, and the similarity or dissimilarity of the goods or services with which the conflicting marks are used. See MCCARTHY,
supra note 137, at §§ 23:1-23:29.
179. 15 U.S.C. § 1116(1976).

180. 15 U.S.C. § 1117(1976).
181. 15 U.S.C. § 1118(1976).
182. 15 U.S.C. § 1117(1976).
183. See Acme Valve & Fittings Co. v. Wayne, 183 U.S.P.Q. 629 (S.D. Tex. 1974).
184. 15 U.S.C. § 1127(1976) defines abandonment as follows:
Abandonment of a mark. A mark shall be deemed to be "abandoned" (a) When its use has been discontinued with intent not to resume. Intent not to
resume may be inferred from circumstances. Nonuse for two consecutive years
shall be prima facie abandonment.
(b) When any course of conduct of the registrant, inclu'ding acts of omission as
well as commission, causes the mark to lose its significance as an indication of
origin.
The ultimate resolution of the abandonment issue requires a detailed factual analysis. See
generally MCCARTHY, supra note 136, at § 17.
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The benefits offered by trade and service marks justify the cost
and effort necessary to adopt, use, and protect them. Marks are
strong marketing tools. As an artist's artwork and services become
known to the public, trade and service marks themselves become
important selling features. They enable the artist to prevent competitors from trading upon the artist's goodwill by use of confusingly similar marks, and, if necessary, sue infringers for monetary
damages. Finally, if a mark itself becomes well-known, its owner
can by contract license others to use it in connection with authorized products and services.18 5

Conclusions
Copyright, trade secret, patent, and trademark law offer artists a
wide variety of protective mechanisms for their creations, creative
developments, and marketing efforts. Through copyright, artists
can protect their literary, visual, audio, and audio-visual works
from unauthorized copying by others. Trade secret law enables an
artist to protect his trade secrets by stopping the unauthorized use
of his secret information by others. Through patents, an artist can
secure the exclusive right to make, use, and sell his inventions
throughout the United States. Finally, trademark law enables an
artist to exclusively market his goods and services under his selected trademarks and service marks by stopping others from using
identical or confusingly similar marks.
In short, copyright, trade secret, patent, and trademark law collectively enable an artist to protect the vast majority of his or her
works from unauthorized use. These legal protections afford an
artist the choice of retaining the exclusive rights or licensing certain or all rights to others.
The cost of obtaining many of these legal protections is minimal.
An artist has a cost-free copyright immediately upon creation of a
copyrightable work. By simply placing a copyright notice on the
work when it is published, the artist ensures that most protections
under the copyright law will not be lost. With respect to protecting
his trade secrets, an artist need only expend the time and effort
necessary to keep developments a secret. Whenever an artist uses
185. A detailed discussion of the law of trademark licensing and franchising is beyond the
scope of this article. For an introduction to licensing of trademarks see MCCARTHY, supra
note 136, at §§ 18:13-18:22. The law of franchising is considered in G. GLICKMAN, FRANCHISING (1980).
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his trademarks or service marks with his goods and services, state
trademark laws protect the artist's marks from unauthorized use at
least in the geographical area of actual use. Thus, an artist can
receive substantial protection without any immediate out-of-pocket expenses.
To receive the maximum legal protection an artist needs to apply for federal registrations or patents. Registration of a copyright
provides the artist with rights not otherwise available: e.g., an artist cannot enforce his copyright in a court of law until he has at
least filed a copyright application. Registration of trademark or
service mark grants an artist virtually exclusive rights to his or her
mark throughout the United States. Likewise, a patent protects an
artist's inventions against unauthorized manufacture, use or sale
for a period of years. Without a patent, an inventor often will receive no exclusive rights to his invention.
In view of the added protections provided by copyright and
trademark registrations and by patents, an artist should always
consider these procedures when he creates or develops a new work,
invention, or mark. Being aware of the protections available under
federal law allows the artist to protect his most important creations, developments, and marks. The protection created by these
laws are well worth the time spent learning about them and the
expense incurred in securing them.

